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witten for publication and is not binding precedent of the Board.
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DECI SI ON ON APPEAL

This is a decision on an appeal which involves clainms 1,
2, 4 and 5. These are all of the clains remaining in the
appl i cati on.

The subject matter on appeal relates to a nethod for
reclaimng a netal sulfate-containing waste sulfuric solution
conprising the steps of extracting titaniumions fromthe
solution with an organic solvent and subsequently subjecting

the resulting solution to a diffusive dialysis treatnment.
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Thi s appeal ed subject matter is adequately illustrated by
i ndependent claim 1l which reads as foll ows:

1. A nmethod for reclaimng a netal sulfate-

contai ning waste sulfuric acid solution conprising

the steps of extracting titaniumions fromthe waste

sul furic acid solution by contacting the waste

sul furic acid solution with an organic sol vent

effective for extracting titaniumions fromthe

waste sul furic acid solution and subsequently

subjecting the waste sulfuric acid solution obtained

after the step of extracting to a diffusive dialysis

treat ment.

The references set forth below are relied upon by the
exam ner as evi dence of obvi ousness:

Aoki et al. (Aoki) EP 0 368 203 May 16, 1990
Mkam et al. (Mkam) EP 0 541 002 May 12, 1993

Al'l of the clains on appeal are rejected under 35 U S.C
8 103 as bei ng unpatentable over Aoki in view of M kam .

For the reasons set forth below, we will sustain the
rejection of independent claim?11, but not the rejection of
i ndependent claim2 or of clainms 4 and 5 which depend from
claim 2.

We share the exam ner’s conclusion that it would have
been obvious to conbine the applied reference teachi ngs such
that Aoki’s diffusion dialysis step is preceded by Mkam's
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sol vent extraction step. This conbination would have been

noti vat ed by

t he reasonabl e expectati on of successfully enhancing the
separation and thus recovery of titaniumions fromthe waste

sul furic acid sol ution. In re O Farrell, 853 F.2d 894, 904,

7 USPQRd 1673, 1680-81 (Fed. Cir. 1988).1

We perceive little if any nmerit or logic in the
appel l ants’ apparent belief that the conbi nati on of Aoki’s
extraction step with Mkam’'s extraction step would not have
been expected to yield enhanced separation and recovery. It
is only rational to expect enhanced separation/recovery using
two extraction treatnments rather than one. Mreover, this is
evinced by the applied prior art. For exanple, the paragraph
bridging colums 4 and 5 of Aoki discloses subjecting his

waste |iquor to repeated extraction operations (see

1in addition, this obviousness conclusion is reinforced by the
reasonabl e expectation that enhanced separation of titaniumions fromthe
waste sulfuric acid solution at a point prior to the diffusive dialysis
treatnment would mlitate against precipitation of titani umoxide particles on
the dialysis nenbrane in the final stage of Aoki’s diffusion dialysis step,
notw thstanding his prelimnary filtration step (e.g., see lines 15-18 in
colum 7).
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especially, lines 45-47 in colum 4).

The appellants also argue that the rejection is inproper
because they have discovered a problem and a solution thereto
whi ch are not recognized by the applied references. As
properly

i ndi cated by the exam ner, however, appealed claim1l is not

limted to a nethod which would include such a
probl em solution. In any event and perhaps nore inportantly,
it is well settled that, as |ong as sone notivation or
suggestion to conbine the references is provided by the prior
art taken as a whole, the | aw does not require that the

references be conbined for the reasons contenpl ated by the

inventor. |In re Beattie, 974 F.2d 1309, 1312, 24 USPQ@Q2d 1040,
1042 (Fed. Cir. 1992). As discussed above, the reference
conbi nati on here in question would have been notivated by the
desire to obtain enhanced separation/recovery.

For the above stated reasons, we will sustain the
exam ner’s 8 103 rejection of appeal ed i ndependent claim 1l as
bei ng unpatentabl e over Aoki in view M kam .

4



Appeal No. 1998-1149
Application No. 08/406, 946

We cannot sustain, however, the correspondi ng rejection
of independent claim2 and of clains 4 and 5 which depend
therefrom This is because, as the appellants have correctly
poi nted out, the applied references contain no teaching or
suggestion of the appealed claim2 step wherein organic
solvent is contacted with the aqueous solution fromthe
di ffusive dialysis treatnent to extract the alkali ions from

the solvent into the aqueous phase to regenerate the organic

solvent. Sinply put, the exam ner’s obvi ousness concl usi on
regarding this step is not supported by any probative
evidence. This lack of evidentiary support conpels us to
di sagree with the exam ner’s concl usi on of obvi ousness vis-a’
vis the step under consideration.

The decision of the exam ner is affirnmed-in-part.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N- PART
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